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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 
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earned patent term adjustment. See 37 CFR 1 .704(b). 
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2a)D This action is FINAL. 2b)£3 This action is non-final. 
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closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11, 453 O.G. 213. 
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Application Papers 

9) E3 The specification is objected to by the Examiner. 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



VinhT. Luong 
Primary Examiner 

Attachment(s) 

1) M Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . 6) ^ Other: Attachments 1 & 2 . 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper Na/Mail Date 1 1222004 



Application/Control Number: 10/668,351 Page 2 

Art Unit: 3682 

1. This application contains claims directed to the following patentably distinct species of 
the claimed invention: the species of Figs. 1-4 and the species of Figs. 5-7. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, claim 1 is generic. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

2. Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 CFR 
1.143). 
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3. During a telephone conversation with Mr. Lonnie R. Drayer on November 22, 2004, a 
provisional election was made with traverse to prosecute the invention of species of Figs. 1-4, 
claims 1-8 and 14-17. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 9-13 are withdrawn from further consideration by the examiner, 37 
CFR 1 .142(b), as being drawn to a non-elected invention. 

4. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1 48(b) and by the fee required under 37 CFR 1.1 7(i). 

5. The drawings are objected to because: 

(A) The drawings should show the plane upon which a sectional view such as Fig. 

7 is taken; and 

(B) Each part of the invention such as the lubricant in claim 3 and paragraph 
[0022] of the specification should be designated by a referential numeral or character. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the appropriate figure 
must be removed from the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several views of the 
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drawings for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. The replacement sheet(s) must be labeled "Replacement 
Sheet" in the page header (as per 37 CFR 1.84(c)) so as not to obstruct any portion of the 
drawing figures. If the changes are not accepted by the examiner, the applicant will be notified 
and informed of any required corrective action in the next Office action. The objection to the 
drawings will not be held in abeyance. 

6. The drawings are objected to under 37 CFR 1.83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the claimed features such as the 
plurality of gear positions in claims 1, 5, and 15, and the lubricant in claim 3 must be shown or 
the features canceled from the claims. No new matter should be entered 

Note that 37 CFR 1 .84(h)(4) states: "[a] moved position may be shown by a broken line 
superimposed upon a suitable view if this can be done without crowding; otherwise, a separate 
view must be used for this purpose." 

7. The disclosure is objected to because of the following informalities: each part of the 
invention such as the lubricant in claim 3 and paragraph {0022] of the specification should be 
designated by a referential numeral or character. Appropriate correction is required. 

8. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

9. Claims 1-8 and 14-17 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
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relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

Claims 1 and 14 recite "said sleeve has a first coefficient of friction lower than a second 
coefficient of friction of said housing." However, common Physics text book defines two types 
of coefficient of friction: (1) coefficient of kinetic friction; and (2) coefficient of static friction. 
See pages 109-1 13 of Physics, Parts I and II, David Halliday and Robert Resnick, John Wiley & 
Sons, Inc., 1967, attached. It is unclear which type of coefficient of friction Applicant refers to 
(static or kinetic?). 

In addition, the specification does not describe what materials the claimed sleeve 26 and 
housing 22 are made of. It is unclear what type of materials Applicant uses for the sleeve and 
housing so that the sleeve has a first coefficient of friction lower than a second coefficient of 
friction of the housing as claimed. 

10. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

11. Claims 1-8 and 14-17 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

It is unclear whether the terms "a first coefficient of friction" and "a second coefficient of 
friction" refer to the coefficient of kinetic friction, or the coefficient of static friction, or both. 

12. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

13. Claims 1, 2, 4-6, and 14-16, as best understood, are rejected under 35 U.S.C. 102(b) as 
being anticipated by Takada (US Patent No. 4,896,556). 

Regarding claim 1, Takada teaches a stick shift handle assembly comprising: a stick shift 
handle 1, an actuator 4a for releasing said stick shift handle 1 for movement between a plurality 
of gear positions, a housing 3 for said actuator 4a, and a sleeve 2 disposed between said actuator 
4a and said housing 3 wherein said sleeve 2 inherently has a first coefficient of friction lower 
than a second coefficient of friction of said housing 3. 

Note that the sleeve 2 is made of synthetic resin and the housing 3 is made of cast iron 
(id., col. 3, lines 3-17). The synthetic resin sleeve 2 has the first coefficient of friction in the 
range of 0.15-0.5. See Nylon and Polystyrene, column "Dry-sliding in air," Table 6-20 
Coefficient of Friction-Non-metals on page 614 of Handbook of Tables for Applied Engineering 
Science, 1976, attached. Meanwhile, the cast iron housing has the second coefficient of friction 
in the range of 1.0. See Iron, column "Dry-sliding in air" in Table 6-16 Coefficient of Friction- 
Identical Metals on page 610 of Handbook of Tables for Applied Engineering Science attached. 
Therefore, the first coefficient of Takada' s sleeve 2 is plainly lower than the second coefficient 
of friction of Takada' s housing 3. It is well settled that an anticipatory reference needs not 
duplicate word for word what is in the claims. Anticipation can occur when a claimed limitation 
is "inherent" or otherwise implicit in the relevant reference. Standard Haven Products, Inc. v. 
Gencor Industries, Inc., 21 USPQ2d 132, 1328 (CAFC 1991). 
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Regarding claim 2, said actuator 4a has a first planar area (see Fig. 1 in the Attachment # 
1) and said sleeve has a second planar area (Att. # 1), said first planar area in contact with said 
second planar area. 

Regarding claim 4, said sleeve 2 has a first cross-section (Fig. 3, Att. # 1) of a first shape 
to match a second shape of a second cross-section (Att. # 1) of said housing 3, said first shape 
matching said second shape to prevent movement of said sleeve 2 within said housing 3. 

Regarding claim 5, Takada's stick shift handle assembly inherently includes a shift lock 
mechanism (not shown) in communication with said actuator 4, said shift lock mechanism 
preventing movement of said stick shift handle 1 between the plurality of gear positions. The 
shift lock mechanism is conventional in the shift handle art. Without the shift lock mechanism, 
Takada's stick shift handle assembly would be inoperative for its intended design. 

Regarding claim 6, Takada's stick shift handle assembly includes a motion transmitting 
member 4b disposed between said actuator 4a and said shift lock (not shown). 

Regarding claim 14, Takada teaches a stick shift handle assembly comprising a stick shift 
handle 1, an actuator 4a for releasing movement of said stick shift handle 1, said actuator 4a 
having a first planar area (Att. # 1); a housing 3 for said actuator 4a, and a sleeve 2 having a 
second planar area (Att. # 1) in contact with said first planar area (Att. # 1), said sleeve 2 
disposed between said actuator 4a and said housing 3 wherein said sleeve 2 inherently has a first 
coefficient of friction lower than a second coefficient of friction of said housing 3 and wherein 
said sleeve 2 has a first cross-section (Att. # 1) of a first shape (Att. # 1) to match a second shape 
(Att. # 1) of a second cross-section (Att. # 1) of said housing 3, said first shape matching said 
second shape to prevent movement of said sleeve 2 within said housing 3. 
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Regarding claims 15 and 16, see regarding claims 5 and 6 above. 
14. Claims 1 and 5-8, as best understood, are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kanematsu et al. (US Patent No. 5,372,051). 

Regarding claim 1, Kanematsu teaches a stick shift handle assembly comprising: a stick 
shift handle 16a (Fig. 2), an actuator 15a (Fig. 1) for releasing said stick shift handle 16a for 
movement between a plurality of gear positions, a housing 1 lb (Fig. 5) for said actuator 15a, and 
a sleeve 1 la disposed between said actuator 15a and said housing lib (Attachment # 2) wherein 
said sleeve 11a inherently has a first coefficient of friction lower than a second coefficient of 
friction of said housing 11a. See also Figs. 7(a). 

Note that the sleeve 1 la is made of synthetic resin and the housing 1 lb is made of metal 
{id., col. 4, lines 59-65). The synthetic resin sleeve 1 la has the first coefficient of friction in the 
range of 0.15-0.5. See Nylon and Polystyrene, column "Dry-sliding in air," Table 6-20 
Coefficient of Friction-Non-metals on page 614 of Handbook of Tables for Applied Engineering 
Science, 1976, attached. Meanwhile, the metal housing 1 lb has the second coefficient of friction 
in the range of 1.0. See, e.g., Iron, column "Dry-sliding in air" in Table 6-16 Coefficient of 
Friction-Identical Metals on page 610 of Handbook of Tables for Applied Engineering Science 
attached. Therefore, the first coefficient of Kanematsu's sleeve 11a is lower than the second 
coefficient of friction of Kanematsu's housing lib. See Standard Haven Products, Inc. v. 
Gencor Industries, Inc., supra. 

Regarding claim 5, Kanematsu's stick shift handle assembly includes a shift lock 
mechanism 10c, lOd in communication with said actuator 4, said shift lock mechanism 10c, lOd 
preventing movement of said stick shift handle 16a between the plurality of gear positions. 
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Regarding claim 6, Kanematsu's stick shift handle assembly includes a motion 
transmitting member 15c disposed between said actuator 15a and said shift lock 10c, lOd. 

Regarding claim 7, Kanematsu's stick shift handle assembly of Claim 1 includes a button 
16b in contact with said actuator 15a. 

Regarding claim 8, said button 16b comprises a first sloped surface (unnumbered in Fig. 
1) in contact with a second sloped surface (unnumbered in Fig. 1) on said actuator 16a. 

15. Claims 3 and 17 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 112, 1 st and 2nd paragraphs, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 

16. As allowable subject matter has been indicated, applicant's reply must either comply with 
all formal requirements or specifically traverse each requirement not complied with. See 37 
CFR 1.111 (b) and MPEP § 707.07(a). 

17. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: Behrens et al. (button 16), Kikuchi et al. (sleeve 2), Kato et al. (sleeve 1 1), Sato (Figs. 
1-18), and Matsuura et al. (Fig. 4). 

18. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vinh T. Luong whose telephone number is 703-308-3221. The 
examiner can normally be reached on Tuesday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bucci can be reached on 703-308-3668. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Luong 

November 22, 2004 




VinhT Luong 
Primary Examine 
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